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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Specification 

2. Applicant is reminded of the proper content of an Abstract of the Disclosure. 

In chemical patent abstracts for compounds or compositions, the general nature 
of the compound or composition should be given as well as its use, e.g., "The 
compounds are of the class of alkyl benzene sulfonyl ureas, useful as oral anti- 
diabetics." Exemplification of a species could be illustrative of members of the class. 
For processes, the type reaction, reagents and process conditions should be stated, 
generally illustrated by a single example unless variations are necessary. 

Complete revision of the content of the abstract is required on a separate sheet. 

3. The abstract of the disclosure is objected to because it should be a single 
paragraph and because of the legal phraseology "comprising". Correction is required. 
See MPEP§ 608.01(b). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 2, 5, 9-10, 12-16, 19, and 21-22 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

6. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
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protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 2 recites the 
broad recitation "fatty acid contains 10 to 24", and the claim also recites "preferably 14- 
22", which is the narrower statement of the range/limitation. 

In claim 5, the language of "preferably equal to 0.3 or 6" is indefinite for reasons 
stated above with claim 2. 

In claim 9, the language of "preferably greater than or equal to 8%" is indefinite 
for reasons stated above with claim 2. 

In claim 10, the language of "preferably 5 to 30% and advantageously 8 to 25%" 
is indefinite for reasons stated above with claim 2. 

Claim 12 is indefinite because the range "between 0 and 20% by weight" does 
not indicate what the basis is. For example, whether this is by weight of the 
composition. 

In claim 13 the range "from 0 to 40%" is indefinite because it does not contain 
units of measurements. 



\ 
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7. Regarding claim 14, the phrase "in particular" renders the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the 
claimed invention. Also, the language of "containing less than 5% water" is indefinite 
because the units of measurement are not clear. For example, it is not clear whether 
this refers to volume or weight percent. 

In claim 15, the language of "preferably between 50 and 100 x 10" 3 Pa.s" is 
indefinite for reasons stated above with claim 2. 

In claim 16, the language of "preferably greater than or equal to 8%" is indefinite 
for reasons stated above with claim 2. 

8. Regarding claim 19, the phrase "especially" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. Also, the language of "rotating roll located more or less vertically" is vague 
and indefinite and does not clearly describe the structural configuration. 

In claim 22, the language of "preferably greater than 7.5 cN/tex" is indefinite for 
reasons stated above with claim 2. 

9. Claim 21 provides for the use of the glass yarn, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claim 21 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 



Application/Control Number: 10/519,848 Page 5 

Art Unit: 1774 

35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131 , 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

11. Claims 1-5 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Biefeld, 2,991,196. 

Biefeld teaches sized glass fibers that can be in yarn form wherein the sizing 
composition consists of a solution comprising at least one fatty acid, as required by 
claim 1 . In addition, Biefeld teaches that the fatty acid contains 8-26 carbons and is of 
the type contemplated by applicants such as octadecadienoic acid, linoleic acid and 
linolenic acid. See column 1 , line 10, and column 2, lines 3-18. Accordingly, the 
teachings of Biefeld anticipate claims 2-5. Regarding claim 13, this claim set forth a 
lower limit of 0% by weight. Hence, the teachings of Biefeld necessarily meet this 
limitation. 

Therefore, the teachings of Biefeld anticipate the invention as claimed in present 
claims 1-5 and 13. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or(g) 
prior art under 35 U.S.C. 103(a). 

15.. Claims 6-8, 10, 12, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Biefeld 2,991,196 as applied above to claims 1-5 and 13, in view of 
Das et al, 4,351,752 (Das). 

Biefeld is a set forth above and additionally teaches that a butadiene-styrene 
copolymer is added to his sizing composition, but is silent as to the presence of 
functional groups on his polymer. Das teaches a sizing composition comprising for 
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glass strands wherein a polymer such as styrene-butadiene hydroxy derivative can be 
used and result in better wetting, penetration and encapsulation of the glass fibers 
treated. See abstract and column 4, lines 33-63. It would have been obvious to one of 
ordinary skill in this art at the time the invention was made to use as the styrene- 
butadiene copolymer of Biefeld a styrene-butadiene hydroxy derivative as taught by Das 
with the reasonable expectation of success of obtaining a sizing composition that would 
result in better wetting, penetration and encapsulation of the glass fibers. Regarding 
claims 7 and 24, Das teaches the same type of polymers disclosed by applicants in the 
instant specification as being suitable. Accordingly, the examiner has reason to believe 
that the copolymers of Das have a molecular mass within the instant claimed ranges, in 
the absence of factual evidence to the contrary. As to claims 10 and 12, Das teaches 
polymer contents within the present claimed ranges, further teaching that coupling 
agents can be added in the instant claimed ranges as well. Note Examples. 

Therefore the combined teachings in Biefeld and Das would have rendered 
obvious the invention as claimed in present claims 6-8, 10, 12, and 24. 
16. Claims 1-20, and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Das et al, 4,351,752 (Das) in view of Biefeld, 2,991,196, each as 
applied above. 

Das is as applied above and teaches a sizing composition comprising at least 
one polymer carrying one or more hydroxyl functional groups, such as butadiene- 
styrene hydroxy derivative, coupling agent and lubricant, per claims 1, 6-8, 10, 12, 17, 
and 24. In addition, Das teaches a process essentially as set forth by applicants in 
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claim 19 wherein after sizing the fibers are chopped. See column 1 , lines 54-63. Das 
does not teach at least one fatty acid as the lubricant. 

Biefeld is as set forth above and teaches a sizing composition for glass fibers in 
the form of strands, yarns and other forms, said composition comprising styrene- 
butadiene copolymer and a lubricant, wherein the lubricant is a fatty acid of the type 
contemplated by applicants in claims 2-5. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use as the lubricant of Das, a fatty acid of the type contemplated 
by applicants and as taught by Biefeld, motivated by his teachings that exceptional 
characteristics are secured when the lubricant used in combination with butadiene- 
styrene copolymer comprises an unsaturated fatty acid. See column 2, lines 3-27. 
Hence, the combined teachings of Das and Biefeld obviate the invention as claimed in 
instant claims 1 and 18. 

Regarding claims 9, 11, 14, and 16, these claims are drawn to the proportions of 
the various components. It is the examiner's position that since the result sought and 
the ingredients used were known, it was within the expected skills of one having 
ordinary skill in this art to arrive at the optimum proportion of those ingredients. In re 
Reese, 129 USPQ 402 (CGPA 1961). 

As to claims 1 5 and 22, it is the position of the examiner that since the prior art 
teachings clearly suggest a sizing composition of the type contemplated by applicants, 
properties such as the viscosity and tensile strength are the same as or substantially 
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similar to that contemplated by applicants, in the absence of factual evidence to the 
contrary. Applicants are invited to provide such evidence. 

As to claim 20, Das clearly teaches that it is known in the art to coat glass fibers 
by spraying. Thus, this limitation is not construed to be a matter of invention. 

Regarding claim 23, the combined teachings of Das (chopped sized fibers) and 
Biefeld (yarns) would have provided a suggestion to the skilled artisan for a staple glass 
yarn. Moreover, staple fiber yarns are a known configuration for yarns. Accordingly, 
this limitation is not construed to be a matter of invention in the absence of factual 
evidence of unexpected or superior properties of the instant staple glass yarn, said 
properties being directed related to said yarn. 

Therefore, the combined teachings of Das and Biefeld would have rendered 
obvious the invention as claimed in present claims 1-20 and 22-24. 
17. Claims 21 and 25-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Das et al, 4,351 ,752 (Das) in view of Biefeld 2,991 ,196, as applied above to 
claims 1-20 and 22-24, further in view of Sundt, 2,91 1,747. 

Das and Biefeld are as set forth above but do not teach forming a fabric for a 
paint canvas. Sundt teaches an artist's canvas having a woven glass cloth base 
wherein the weave is made from short staple glass fibers. It would have been to use 
the glass strands of Das and Biefeld in any utility known for glass fiber yarns, such as in 
the formation an artist's canvas. 

No claims are allowed. 

Conclusion 
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18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 



The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57TV272-1000. 



examiner should be directed to Jill M. Gray whose telephone number is'571 -272-1 524. 




Jill RffT Gray 
Primary Examiner 
Aft Unit 1774 
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